
Ⓒ 2014 Tony Willoughby      

International 
Developments 

- 
UDRP (WIPO) & Nominet DRS

Tony Willoughby
Johannesburg
14 April 2014

Tuesday, 22 April 14



Ⓒ 2014 Tony Willoughby      

Session Outline - 
part 1 - UDRP

•  Trade Mark Rights

•  Confusing Similarity

• Resellers

• Gripe/Tribute Sites

• Conjunctive Requirement

• Paragraph 2
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Trade Mark Rights

• registered

• unregistered 

- personal names

- evidence required

- uniformity across jurisdictions?

• timing of the rights
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Registered trade marks

WIPO Case No. 
DAU2013-0010

<trademarkdirect.com.au>
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US State Registrations

TM application filed 
October 1, 2010

TM registered 
October 1, 2010

WIPO Case No. 
D2011-1243

<k2incenseblend.com>
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US Supplemental Register

WIPO Case No. D2013-0219   <IntegratedPrintSolutions.com>
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Trade Mark Rights

• registered

• unregistered 

- personal names

- evidence required

- uniformity across jurisdictions?

• timing of the rights
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Personal Names

WIPO Case No. D2010-1954
<BackBoris.com>

WIPO Case No. D2013-0791
<RichardBransonInvestment.com>
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Personal Names

WIPO Cases Nos. D2013-1123
and D2013-1124

<AnanyashreeBirla.com>
<AdvaiteshaBirla.com>

<AryamanVikramBirla.com>

WIPO Case No. D2013-1255
<PhilippePierreDauman.com>
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requisite evidence

WIPO Case No. D2012-0651
<BrisbaneGlass.com>
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requisite evidence

WIPO Case No. D2008-1036 <MancinisSleepworld.com>
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Jurisdictional issue

WIPO Case No. D2009-1934
<PalaisStephany.com>
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Trade Mark Rights

• registered

• unregistered 

- personal names

- evidence required

- uniformity across jurisdictions?

• timing of the rights
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Timing of Trade Mark Rights

WIPO Case No. D2009-0943 <meeza.com>
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Confusing Similarity

• the nature of the test

• trade mark + added matter (distinctive, 
descriptive, pejorative)

• disclaimers

• device marks
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Confusing Similarity

Is <tumbr.com> confusingly similar to  TUMBLR? D2013-0106
Is <tmblrcom> confusingly similar to  TUMBLR? D2013-0203
Is <tumblor.com> confusingly similar to  TUMBLR? D2013-0213
Is <tumbl.com> confusingly similar to  TUMBLR? D2013-0214
Is <tublr.com> confusingly similar to  TUMBLR? D2013-0220
Is <tumbllr.com> confusingly similar to  TUMBLR? D2013-0242
Is <tubmlr.com> confusingly similar to  TUMBLR? D2013-0243
Is <tumlr.com> confusingly similar to  TUMBLR? D2013-0244
Is <umblr.com> confusingly similar to  TUMBLR? D2013-0421
Is <yumblr.com> confusingly similar to  TUMBLR? D2013-0424
Is <tymblr.com> confusingly similar to  TUMBLR? D2013-0441
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Nature of the test

• standing requirement

• comparison between TM and domain 
name to assess likelihood of confusion

• straightforward visual or aural 
comparison

• TM must be recognisable

• website content generally irrelevant
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Likelihood of confusion

WIPO Case No. D2012-1076 
<OccupiedChicagoTribune.org>
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Likelihood of confusion

WIPO Case No. D2013-0459 
<fidelity-allows-fraud.com>
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Likelihood of confusion
One view: You don’t need to look for likelihood of confusion. “When a 

domain name wholly incorporates a complainant’s mark, it is 
sufficient to establish confusing similarity for purposes of the UDRP” 

      (WIPO Cases Nos. D2011-0771 <gqbar.com> and D2000-0662 
<wal-martsucks.com>)

Another view: “Is it likely that, because of the similarity between the 
domain name on the one hand and the Complainant’s trademark on 
the other hand, people will wonder whether the domain name is 
associated in some way with the Complainant?” 

      (WIPO Case No. D2007-0648 <ambienwatch.org> and 
<ambienisdangerous.com>)

Others find confusing similarity because non-English speakers may 
not recognize the word as a pejorative.
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significance of language

WIPO Case No. D2013-0741 
<swarovskischmuckoutlet.com>
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Likelihood of confusion

WIPO Case No. D2012-2285 
<gotmilf.com>

“The Panel majority concludes that an Internet user  
confronted with this Domain Name is likely to be grinning, or 
groaning, or nonplussed - not confused”
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Website content
WIPO Overview 2.0, Paragraph 1.2 – “The content of a website (whether it is 
similar to or different from the business of a trademark holder) would usually be 
disregarded in the threshold assessment of risk of confusing similarity under 
the first element of the UDRP, although such content may be regarded as 
highly relevant to assessment of intent to create confusion (e.g., within a 
relevant market or language group) under subsequent UDRP elements (i.e., 
rights or legitimate interests and bad faith).”

WIPO Case No. D2008-1267 <HairyWinston.com>

Tuesday, 22 April 14



Ⓒ 2014 Tony Willoughby      

Website content

is <rapidpiracy.com
confusingly similar to 
RAPID SHARE TM ?

WIPO Case No. D2010-1089 <RapidPiracy.com>
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Disclaimers

Text

“Shopping for
the People”

WIPO Case No. D2011-0734 
<shoppingdopovo.com>
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Device Marks

WIPO Case No.  D2008-1939 <cava.com>
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Rights or Legitimate 
Interests

Paragraph 4(c) of the UDRP

bona fide offering of goods or services - para. 4(c)(i)

use of own name - para. 4(c)(ii)

“legitimate noncommercial or fair use of the   
domain name without intent for commercial gain to 
misleadingly divert consumers or to tarnish the 
trade mark or service mark in issue” - para. 4(c)(iii)
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bona fide offering

WIPO Case No. DAU2012-0019 <minespec.com.au>

rebutting a
prima facie

case
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bona fide offering

WIPO Case No. D2013-0570 <yahclick.com>
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Resellers

WIPO Case No. D2001-0903 
<OkiDataParts.com>

Must actually offer branded goods 
or services at issue

Website must sell only the 
branded goods

Site must accurately disclose 
relationship with trade mark 
owner

Cannot seek to corner the 
domain name market in all 
permutations
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Resellers

WIPO Case No. D2012-1202 
<Birkenstock-China.com>

Must actually offer branded goods 
or services at issue

Website must sell only the 
branded goods

Site must accurately disclose 
relationship with trade mark 
owner

Cannot seek to corner the 
domain name market in all 
permutations

PASS

FAIL

FAIL

PASS
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use of own name

WIPO Case No. D2012-2467 <tatamassage.com>
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Gripe/Tribute Sites

View 1:  The right to criticize does not 
necessarily extend to registering and using 
a domain name that is identical or 
confusingly similar to the complainant's 
trademark. That is especially the case if the 
respondent is using the trademark alone as 
the domain name (i.e., <trademark.tld>) as 
that may be understood by Internet users 
as impersonating the trademark owner. 
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Gripe/Tribute Sites

WIPO Case No. D2013-0560 <andreasfrei.net>
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Gripe/Tribute Sites

View 2: Irrespective of whether the 
domain name as such connotes 
criticism, the respondent has a 
legitimate interest in using the 
trademark as part of the domain 
name of a criticism site if such use is 
fair and noncommercial.
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Gripe/Tribute Sites

WIPO Case No.
D2012-1054

<TowersOnThePark.com>
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Gripe/Tribute Sites

WIPO Case No. D2013-0097
<YellowstoneClub.net> and <YellowstoneClubScandal.com>
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Fair Use or Foul?

WIPO Case No. DNL2012-0074 <MiuMiu.nl>

“My little 
nephew made 
this sound”
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The Third Element

The Conjunctive Requirement

“The Domain Name was registered 
AND is being used in bad faith”
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Conjunctive Requirement

WIPO Case No.
D2009-0643

<mummygold.com>
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Conjunctive Requirement
D2009-1278 <parvi.org> Christie
NAF 1282148 <denverpostjobs.com> Franklin, Bernstein, Kuechenmeister 
D2009-1413 <validas.com> Limbury
D2009-1455 <torus.com> Smith
D2009-1688 <sporto.com> Lyon
D2009-1716 <walkydogusa.com> Willoughby
D2010-0217 <trueroots.com> Barker, Limbury; Donahey dissent
D2010-0470 <bgt.com> Rothnie, Harris, Samaras 
D2010-0800 <ferrlecit.com> Turner, Smith; Donahey dissent
D2010-1001 <jappy.com> Perkins, Christie, Clark 
D2010-2011 <lionsden.com> Blackmer, Bernstein, Sorkin
D2010-2069 <simplybusiness.com> Abbott, Swinson; Christie dissent
D2011-0219 <1000places.com> Bernstein
D2012-0771 <sidetrack.com> Michaelson, Fong, Willoughby
D2012-0918 <dealz.com> Swinson
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Paragraph 2

“By applying to register a domain name, or by asking us to 
maintain or renew a domain name registration, you hereby 
represent and warrant to us that ... (b) to your knowledge, the 
registration of the domain name will not infringe upon or 
otherwise violate the rights of any third party; (c) you are not 
registering the domain name for any unlawful purpose; and 
(d) you will not knowingly use the domain name in violation 
of any applicable laws or regulations. It is your responsibility 
to determine whether your domain name registration 
infringes or violates someone else’s rights.”
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Paragraph 2

• what is the UDRP?

• is paragraph 4 a discrete self-contained ADR 
procedure?

• does paragraph 2 have a part to play?

• registration, maintenance and renewal of domain 
names

• Respondent obligation to conduct trade mark 
searches?
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Renewals

WIPO Case NO. D2009-1688 <sporto.com>
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Maintenance

WIPO Case NO. D2009-1688 <sporto.com>

if ‘renewal’ 
is akin to ‘registration’

for this purpose, what about
‘maintenance’? 
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Knowledge

• Actual

• Inferred

• Implied

• Constructive or Deemed
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Obligation to search?

WIPO Case NO. D2007-1141 <imyxer.com>
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Obligation to search?

WIPO Case No. 
D2009-0320 

<backberry.com>
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Session Outline - 
part 2 - Nominet

•  Rights

•  Similarity

• Gripe/Tribute Sites

• Appeals

• Review of the Overview & the Policy
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Rights

• “in respect of a name or mark”

• enforceable by complainant 

• <ireland.co.uk>

• <hvidbro-mitchell.co.uk> 

• “whether under English law or 
otherwise”

• uniformity across jurisdictions?
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Contractual Rights

DRS 4632 <ireland.co.uk>
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Rights

• “in respect of a name or mark”

• enforceable by complainant 

• <ireland.co.uk>

• <hvidbro-mitchell.co.uk> 

• “whether under English law or 
otherwise”

• uniformity across jurisdictions?
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Data Protection Act etc.

DRS  12276 <hvidbro-mitchell.co.uk>
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Rights

• “in respect of a name or mark”

• enforceable by complainant 

• <ireland.co.uk>

• <hvidbro-mitchell.co.uk> 

• “whether under English law or 
otherwise”

• uniformity across jurisdictions?
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Similarity

DRS 8527 <ihateryanair.co.uk>
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Gripe/Tribute Sites
• “Fair use may include sites operated 

solely in tribute to or in criticism of 
a person or business”    Policy 4(b)

•  <rayden-engineering.co.uk> 

• <ihateryanair.co.uk>

• <opticalexpressruinedmylife.co.uk>

• Experts’ Overview 4.8
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Appeals

• the Expert Review Group

•  “new evidence” 

• appeals from summary decisions

• appeals to the Court
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Review of the 
Overview & Policy

• Annual meetings of the Expert Review 
Group

• Annual Experts’ meetings

• The Experts’ Overview

• Nominet Consultation Process
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thank you
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